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DETAILED ACTION 

This office action is responsive to communication filed on 05/22/2007. 

Information Disclosure Statement 

1 . The references listed on the Information Disclosure Statement submitted on 
07/10/2003 and 08/31/2006, have been considered by the examiner (see attached 
PTO-1449A). 

Response to Amendment/Arguments 

2. In the claims, 1 -33 remain pending in the application with claims 1,2,6-11, 
16-20, and 25-29 amended. Claims 1-33 represent a method and apparatus for an "E- 
MAIL ROUTE TRACE FUNCTIONALITY." 

Applicant's arguments with respect to claims 1 , 7 and 25 have been carefully 
considered, but are not deemed fully persuasive. Applicant's arguments are deemed 
moot in view of the existing ground of rejection as explained here below. Applicants' 
amendments to the independent claims are not properly made and as to perhaps place 
them in condition for allowance. 

In response to Applicant's arguments, 37 CFR § 1 .1 1 (c) requires applicant to 
"clearly point out the patentable novelty which he or she thinks the claims present in 
view of the state of the art disclosed by the references cited or the objections made. He 
or she must show the amendments avoid such references or objections." 
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Applicant's Request for Reconsideration filed on 05/22/2007 has been carefully 
considered but is not deemed fully persuasive. However, because there exists the 
likelihood of future presentation of this argument, the Examiner thinks that it is prudent 
to address Applicants' main points of contention: 

A: the email to at least one non-original recipient. Applicants respectfully submit 
that Klug does not teach or suggest that any tracing of the path that an email, sent by 
an original recipient, takes through a network to the at least one non-original recipient is 
ever sent to the original sender. That is, Klug merely teaches sending, to an original 
sender, the tracing of the path that an email takes to an original recipient. Klug does not 
teach or suggest a feature where the tracing notifications are received at a computing 
device of the original sender from one or more non-original recipients in response to the 
e-mail message being forwarded by an original recipient to at least one non-original 
recipient. 

B: Moreover, neither reference teaches or suggests the desirability of 
incorporating the subject matter of the other reference. That is, there is no motivation 
offered in either reference for the alleged combination. 

C: Independent claims 7, 16, and 25 recite similar subject matter to that in 
independent claim 1. That is independent claims 7, 16, and 25 recite "transmitting 
tracing notifications to a computing device of said original sender from one or more 
non-original recipients in response to an e-mail message being forwarded by an 
original recipient to at least one non-original recipient. " (emphasis added). 
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As to point A, it is the position of the Examiner that forwarding and email form 
one original recipient to other recipient as indicated in the rejection of claim 1 
below [see Klug; column 28; lines 58-67; column 30, lines 33-47]. In addition, 
klug discloses tracing the routing of such emails , thus permitting the original 
sender to know information such as which servers or possible sites that emails 
have been forward to or from. Furthermore, techniques to retrace the network 
path of the email/communication is also provided, [see Klug; see Klug, column 8, 
lines 58-67, continue in lines 3-2 2 in column 29]. 
As to point B, see rejection of claim 1 below for reason to combine and 
motivation. 

Point C as stated by the applicants states the same subject matter as claim 1. 
see point A above 

Examiner notes that no new matter has been added and that the new claims are 
supported by the application as filed. However, applicant has failed in presenting claims 
and drawings that delineate the contours of this invention as compared to the cited prior 
art. Applicant has failed to clearly point out patentable novelty in view of the state of the 
art disclosed by the references cited that would overcome the 103(a) rejections applied 
against the claims, the rejection is therefore sustained. 



Application/Control Number: 10/617,527 Page 5 

Art Unit: 2143 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-33 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lessa et al (hereinafter Lesa) U.S. Publication No. 2002/0040387 A1 in view of Klug 
U.S. Patent No. 7,085,745 B2. 

Regarding claim 1: Lessa discloses the invention substantially as claimed. 
Lessa teaches a method for providing electronic mail (e-mail) services (fig. 1), said 
method comprising: 

receiving from an original sender a request for tracing notifications, for an e-mail 
message (see abstract; also see par. 0022]; 

in response to said request, creating at least one tag for said e-mail message, 
indicating that said original sender is to receive said tracing notifications [par.0003; par. 
0006]; 

receiving at a computing device of the original sender said tracing notifications 
[par.0003; par. 0006] from one or more non-original recipients in response : and 

providing l imits for said trac i ng not i ficat i ons [par. 0022; note that the limits for the 
tracing notification are expressed in terms of, ..among other things, the date, and time 
the email message was opened...]] however, Lessa does not disclose in details the step 
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" wh e r ei n sa i d tracing not i fications op e rat e wh e n said e-mail message [[is]] being 
forwarded by an original recipient to at least one non-original recipient". 

In the same field of endeavor, Klug discloses " the certified mail features of the 
franking systems described herein may include a tracing function. That is, when a 
franked e-mail/communication 105 is certified for delivery, its path through the network 
120 from the sending e-mail/communication server 210 to the receiving 
mail/communication server 225 may be logged. . . .a first class or higher category e- 
mail/communication 105 may be forwarded to a plurality of additional recipients and/or 
to the first recipient if the first attempt failed and bounced. Such forwards may occur, 
for example, without payment of additional franks by a forwarding recipient or sender. 
Alternately, such fonA/ards may occur to N additional recipients, wherein N may be 
defined by the original sender, the recipient or otherwise... 11 [see Klug; column 28; lines 
58-67; column 30, lines 33-47]. Further, Klug teaches the tracing notifications are 
received from one or more non-original recipients in response [see Klug, column 8, 
lines 58-67, continue in lines 3-2 2 in column 29]. In an attempt to facilitate 
identifying, controlling, disseminating, and/or receiving communication in general and 
e-mail communications in particular so that systems and processes can become more 
reliable and secure. 

Accordingly, it would have been obvious to one of ordinary skill in the networking 
art at the time the invention was made to have incorporated Klug's teachings of using 
tracing notifications operate when said e-mail message is forwarded to at least one 
non-original recipient with the teachings of Lessa," ...to provide a system and/or 
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process enabling a sender of an e-mail/communication (or another form of electronic 
communications) to categorize, prioritize, or otherwise handle such a e- 
mail/communication ..." as stated by Klug in lines 16-20 of column 4. By this rationale, 
claim 1 is rejected. 

Regarding claim 2: the combination Lessa-Klug discloses the method of claim 1 , 
further comprising: 

providing limits for said tracing notifications fsee Klug, column 8, lines 58-67, 
continue in lines 3-2 2 in column 29], wherein said providing limits 
further comprises one or more limiting actions selected from [[the]] a_group consisting 
of: 

limiting the time during which said tracing notifications operate (see Lessa; par. 
0022; note that knowing the date and time to open and access an email message 
implies the function of controlling the timing of viewing such email notification], 

limiting the number of retransmissions for which said tracing notifications operate 
[par 0022], 

limiting said tracing notifications operation, based on a domain policy [see Lessa; 
par. 0022], 

limiting the content of said tracing notifications [see Lessa; par. 0022], and 
discontinuing said tracing notifications, in response to a signal from said original 

sender [see Lessa; par. 0022; note that the address gateway is used to send a 

message back to the original sender]. 
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Regarding claim 3: the combination Lessa-Klug discloses the method of claim 1, 
further comprising: providing to a user a representation of said e-mail message, 
together with information as to who has been provided with the content of said e-mail 
message [see Lessa; par. 0005]. 

Regarding claim 4: the combination Lessa-Klug discloses the method of claim 3, 
further comprising: storing and updating said information [par. 0016, and 0027]. 

Regarding claim 5: the combination Lessa-Klug discloses the method of claim 1, 
further comprising: transmitting said tracing notifications to said original sender [see 
Lessa; par. 0022]., from said at least one non-original recipient [see Klug; column 30, 
lines 33-47]. 

Regarding claim 6: the combination Lessa-Klug discloses the method of claim 5, 
wherein said transmitting tracing notifications further comprises transmitting one or 
more tracing notifications selected from [[the]] a group consisting of: 

notifications reporting that said message has been sent somewhere in some 
manner [see Lessa; par. 0003], 

notifications reporting that the content of said message was provided to said at 
least one non-original recipient [see Klug; column 30, lines 30-47], and 
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notifications reporting deletion of said message [see Klug; column 9, lines 39-52]. 

Regarding claim 7: the combination Lessa-Klug discloses a method for providing e- 
mail services (see Lessa; fig. 1), said method comprising: 

in response to a request from an original sender, transmitting tracing notifications 
to a computing device of said original sender [see Lessa; par. 0003, and 0006] ] from 
one or more non-original recipients in response [see Klug, column 8, lines 58-67, 
continue in lines 3-2 2 in column 29]; a«d 

prov i d i ng li mits for said tracing not i ficat i ons [so e L e ssa; par. 0022]; 

wh e r ei n said trac i ng not i fications oporato wh o n an e-mail message [[is]] being 
forwarded to by an original recipient at least one non-original recipient [see Klug; 
column 28, lines 58-67; column 30, lines 30-47]. 

Regarding claim 8: the combination Lessa-Klug discloses the method of claim 7, 
further comprising: 

providing limits for said tracing notifications fsee Klug, column 8, lines 58-67, 
continue in lines, 3-2 2 in column 29], wherein said providing limits further comprises: 
limiting the time during which said tracing notifications operate [see Lessa; par. 0022]. 



Regarding claim 9: the combination Lessa-Klug discloses the method of claim 7, 
further comprising: 



Application/Control Number: 10/617,527 Page 10 

Art Unit: 2143 

providing limits for said tracing notifications rsee Klug, column 8, lines 58-67, 
continue in lines 3-2 2 in column 29], wherein said providing limits further comprises: 
limiting the number of retransmissions for which said tracing notifications operate [see 
Lessa; par. 0022]. 

Regarding claim 10: the combination Lessa-Klug discloses the method of claim 7, 
further comprising: 

providing limits for said tracing notifications , wherein said providing limits further 
comprises: responsive to a signal from said original sender, discontinuing said tracing 
notifications [see Lessa; par. 0022]. 

Regarding claim 11: the combination Lessa-Klug discloses the method of claim 7, 
further comprising: 

providing limits for said tracing notifications fsee Klug, column 8, lines 58-67, 
continue in lines 3-2 2 in column 29], wherein said providing limits further comprises: 
limiting said transmitting, based on a domain policy [see Lessa; par. 0010]. 

Regarding claim 12: the combination Lessa-Klug discloses the method of claim 7, 
wherein said transmitting tracing notifications further comprises: signaling that the 
content of said e-mail message has been provided to said at least one non-original 
recipient [see Klug; column 28, lines 58-67; column 30, lines 30-47]. 
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Regarding claim 13: the combination Lessa-Klug discloses the method of claim 7, 
wherein said transmitting tracing notifications further comprises: signaling that said e- 
mail message has been forwarded to said at least one non-original recipient [see Klug; 
column 28, lines 58-67; column 30, lines 30-47]. 

Regarding claim 14: the combination Lessa-Klug discloses the method of claim 7, 
further comprising: providing to a user a representation of said e-mail message, 
together with information as to who has been provided with the content of said e-mail 
message [see Lessa; par. 0005]. 

Regarding claim 15: the combination Lessa-Klug discloses the method of claim 14, 
further comprising: storing and updating said information [see Lessa; par. 0016, and 
0027]. 

Regarding claim 16: the combination Lessa-Klug discloses a system for providing e- 
mail services (see Lessa; fig. 1), said system comprising: 

means for receiving from an original sender a request for tracing notifications, for 
an e-mail message (see Lessa; see abstract; also see par. 0022]; 

means responsive to said request, for creating at least one tag for said e-mail 
message, indicating that said original sender is to receive said tracing notifications [see 
Lessa; par.0003; par. 0006]; and 
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means responsive to said tag, for transmitting said tracing notifications to a 
computing device of said original sender [see Lessa; par.0003; par. 0006] from one or 
more non-original recipients in response [see Klug, column 8, lines 58-67, continue in 
lines 3-2 2 in column 29] ; -an4 

m e ans for providing l imits for sa i d tracing not i fications [ooo Lossa; par.0003; par. 

Q006]i 

whoroin said tracing not i fications op e rate whon said e-mail message is forwarded 
by an original recipient to at least one non-original recipient [see Klug; column 28, lines 
58-67; column 30, lines 30-47]. 

Regarding claim 17: the combination Lessa-Klug discloses the system of claim 16, 
further comprising: 

providing limits for said tracing notifications fsee Klug, column 8, lines 58-67, 
continue in lines 3-2 2 in column 29], wherein said means for providing limits further 
comprises: means for limiting the time during which said tracing notifications operate 
[see Lessa; par. 0022]. 

Regarding claim 18: the combination Lessa-Klug discloses the system of claim 16, 
further comprising: 

providing limits for said tracing notifications fsee Klug, column 8, lines 58-67, 
continue in lines 3-2 2 in column 29], wherein said means for providing limits further 
comprises: means for limiting the number of retransmissions for which said tracing 



Application/Control Number: 10/617,527 
Art Unit: 2143 

notifications operate [see Lessa; par. 0022]. 
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Regarding claim 19: the combination Lessa-Klug discloses the system of claim 16, 
further comprising: 

providing limits for said tracing notifications fsee Klug, column 8, lines 58-67, 
continue in lines 3-2 2 in column 29], wherein said means for providing limits further 
comprises: means responsive to a signal from said original sender, for discontinuing 
said tracing notifications [see Lessa; par. 0022]. 

Regarding claim 20: the combination Lessa-Klug discloses the system of claim 16, 
further comprising: 

providing limits for said tracing notifications fsee Klug, column 8, lines 58-67, 
continue in lines 3-2 2 in column 29], wherein said means for providing limits further 
comprises: means for limiting said transmitting, based on a domain policy [see Lessa; 
par. 0010]. 

Regarding claim 21: the combination Lessa-Klug discloses the system of claim 16, 
wherein said means for transmitting tracing notifications further comprises: means for 
signaling that the content of said e-mail message has been provided to at least one 
non-original recipient [see Klug; column 28, lines 58-67; column 30, lines 30-47]. 

Regarding claim 22: the combination Lessa-Klug discloses the system of claim 16, 
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wherein said means for transmitting tracing notifications further comprises: means for 
signaling that said e-mail message has been forwarded to said at least one non-original 
recipient [see Klug; column 28, lines 58-67; column 30, lines 30-47]. 

Regarding claim 23: the combination Lessa-Klug discloses the system of claim 16, 
further comprising: means for providing to a user a representation of said e-mail 
message, together with information as to who has been provided with the content of 
said e-mail message [see Lessa; par. 0005]. 

Regarding claim 24: the combination Lessa-Klug discloses the system of claim 23, 
further comprising: means for storing and updating said information [see Lessa; par. 
0016, and 0027]. 

Regarding claim 25: the combination Lessa-Klug discloses a computer-usable 
medium having computer-executable instructions for providing e-mail services (see 
Lessa; fig. 1), said computer-usable medium comprising: 

means for receiving from an original sender a request for tracing notifications, for 
an e-mail message (see Lessa; see abstract; also see par. 0022]; 

means responsive to said request, for creating at least one tag for said e-mail 
message, indicating that said original sender is to receive said tracing notifications [see 
Lessa; par.0003; par. 0006]; and 
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means responsive to said tag, for transmitting said tracing notifications to a 
computing device of said original sender [see Lessa; par.0003; par. 0006] from one or 
more non-original recipients in response f see Klug, column 8, lines 58-67, continue in 
lines 3-2 2 in column 29] ; -;-af»d 

m e ans for prov i ding lim i ts for said trac i ng not i fications [se e L e ssa; par.0003; par. 

wh e r ei n said trac i ng notifications operate whon said e-mail message [[is]] being 
forwarded to at least one non-original recipient [see Klug; column 28, lines 58-67; 
column 30, lines 30-47]. 

Regarding claim 26: the combination Lessa-Klug discloses the computer-usable 
medium of claim 25. further comprising: 

providing limits for said tracing notifications rsee Klug, column 8, lines 58-67, continue in 
lines 3-2 2 in column 29], wherein said means for providing limits further comprises: 
means for limiting the time during which said tracing notifications operate [see Lessa; 
par. 0022]. 

Regarding claim 27: the combination Lessa-Klug discloses the computer-usable 
medium of claim 25. further comprising: 

providing limits for said tracing notifications rsee Klug, column 8, lines 58-67, continue in 
lines 3-2 2 in column 29], wherein said means for providing limits further comprises: 
means for limiting the number of retransmissions for which said tracing notifications 
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operate [see Lessa; par. 0022]. 



Page 16 



Regarding claim 28: the combination Lessa-Klug discloses the computer-usable 
medium of claim 25. further comprising: 

providing limits for said tracing notificationsf see Klug, column 8, lines 58-67, continue in 
lines 3-2 2 in column 29], wherein said means for providing limits further comprises: 
means responsive to a signal from said original sender, for discontinuing said tracing 
notifications [see Lessa; par. 0022]. 

Regarding claim 29: the combination Lessa-Klug discloses the computer-usable 
medium of claim 25. further comprising: 

providing limits for said tracing notifications fsee Klug, column 8, lines 58-67, 
continue in lines 3-2 2 in column 29], wherein said means for providing limits further 
comprises: means for limiting said transmitting, based on a domain policy [see Lessa; 
par. 0010]. 

Regarding claim 30: the combination Lessa-Klug discloses the computer-usable 
medium of claim 25, wherein said means for transmitting tracing notifications further 
comprises: means for signaling that the content of said e-mail message has been 
provided to at least one non-original recipient [see Klug; column 28, lines 58-67; column 
30, lines 30-47]. 
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Regarding claim 31: the combination Lessa-Klug discloses the computer-usable 
medium of claim 25, wherein said means for transmitting tracing notifications further 
comprises: means for signaling that said e-mail message has been forwarded to said at 
least one non-original recipient [see Klug; column 28, lines 58-67; column 30, lines 30- 
47]. 

Regarding claim 32: the combination Lessa-Klug discloses the computer-usable 
medium of claim 25, further comprising: means for providing to a user a representation 
of said e-mail message, together with information as to who has been provided with the 
content of said e-mail message [see Lessa; par. 0005]. 

Regarding claim 33: the combination Lessa-Klug discloses the computer-usable 
medium of claim 32, further comprising: means for storing and updating said information 
[see Lessa; par. 0016, and 0027]. 

Conclusion 

5. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from 
examiner should be directed to Jude Jean-Gilles whose telephone number is (571) 272- 
3914. The examiner can normally be reached on Monday-Thursday and every other 
Friday from 8:00 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wiley, can be reached on (571) 272-3923. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571) 272- 
9000. 

Jude Jean-Gilles 
Patent Examiner 
Art Unit 2143 
JJG 

August 1 , 2007 
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